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REMARKS 

Continued examination is requested under 37 C.F.R. 1.114. 
I. CLAIM CHANGES 

Claim 1 above lias tieen amended to include new features that distinguish 
its subject matter fnom the prior art of record. A new independent claim 23, which 
Is similar to canceled daim 17 but contains additional distinguishing features, has 
iaeen filed. 

AH dfidms are now limited to an applicator with tuvo compartments, one 
contalninQ a hair dye composition and the other eontalnlna an oxidizing agent. 
Applicants are only interested in dyeing hair and an applicator for perfonning the 
hair dyeing. 

In addWon, all claims are limited to an applicator that has means fip|r 
preventina dn/inq out of the oxidizing aoent and hair dve compositiop . Basis for 
this limitation is found in the paragraph on page 9. lines 6 to 12. (especially line 
1 1) of applicants' originally filed specification. There must be some way to dose 
the openings 5,6 of the compartments 2,3 to retain the oxidizing agent and hair 
dye composition at times prior to use, e.g. during storage. This "means fbr^ is 
embodied in the cap 10 of figures 1 and 3 and in the covering foils 18 of figures 5 
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and 6. Appropriate dependent claims have been added for both embodiments. 

Furttiefmore dependent claims for the tabs 19. which are used to remove 
the covering foils 18 so that the hair dye composition and oxidizing agent can be 
dispensed from the compartments 2.3, have been added. 

Amended independent claim 1 has been amended to indude insert 
features from canceled claim 2 and from the specification, tt is important to note 
that the inserts 7,8 do jjsl completely close the product-dispensing openings 5,6; 
the Inserts 7.8 are pgrmeabje so that the hair dye composHion and the oxidizing 
agent can pass through them. Furthemnore in piofiarred embodiments they 
protmde at least slightly from the walls 14,15 of the compartments 2,3 in order to 
be able to contact a strand of hair during the dyeing procedure, independent 
daim 1 has been amended accordingly based on the disdosure regarding inserts 
on page 4, lines 11 to 19. 

independent daim 23, on the other hand, does not indude the l^re of 
the inserts. Instead the Insert features are induded In dependent daims 24 and 
25. 

Independent claim 23 has been limited to embodiment of figs. 5 and 6, in 
which the central compartment is cylindrical and replaceable and the outer 
compartment is an annular compartment with an annular cress-section. Also the 
compartments of Independent daim 23 are provided vwith covering fbSs 18, which 
can be torn off when the applicator is to be used and which prevent loss of the 
oxidizing agent and hair dye composition. The covering foils 18 of claim 23 are 
connected in a light-tight manner with the walls 14,1 5 of the compartments 2,3. 
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II. ANTICIPATION REJECTION BASED ON KAWASE. ET AL 

Claims 1, 10. and 16 were rejected as anttev)ated under 35 U.S.C. 102 
(b). by Kawase. et al, US Patent 5,848.730. 

The additional distinguishing fdatures included in daim 1 have been 
ouUined above in section I. 

Kawase. et al, does nat disclose or suggest the feature that liquid 
penneable inserts 7. 8 are inserted in the compartments so as to protmde from 
the product^ispensing openings. Furthemiore canceled daim 2 and other 
dependent daims containing features regarding the inserts 7, 8 were not rejeded 
as antidpated by Kawase, et al. 

It is well established that each and every limitation of a claimed invention 
must be disdosed in a single prior art reference in order to be able to reject the 
claimed invantion under 35 U.S.C. 102 (b) based on the disdosures in the single 
prior art reference. See IW.P.E.P, 2131 and also the opinion In In m Bond. IS 
U.S.P.Q. 2"* 1566 (Fed. Cir. 1990). 

For the foregoing reasons withdrawal of the rejection of amended claims 
1. 10, and 16 under 35 U.S.C. 102 (b). by Kawase, et al. US Patent 5.848.730, Is 
respectfully requested. 

nr. Anticipation Rejection based on Bolton 

Claim 17 was rejected as antidpated under 35 U.S.C. 102 (e) by Bolton. 
US 2004/0161282 Al (referred to herelnbelow as US '282). 
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Claim 17 has been canceled, obviating its rejection as anticipated by US 
'282. However new claim 23 replaces claim 17 and Includes many of the same 
features as claim 17. such as the cylindrical inner compartment aunounded by 
the annular outer compartment Also, like claim 17, new claim 23 claims an 
applicator in which the central cylindrical compartment is replaceable. 

Bolton does disclose a marfcer pen with some of the stnictural features of 
claim 23. However Bolton does not disclose the covering foil features shown in 
applicants' figs. 5 and 6. 

Spedficany claim 23 contains the feature as follows: 

"coaesponding covering foils (18) connected in a Nquid-tight manner with 
walls (14.15) of said compartments (2,3) in order to dose said piwfuct- 
dispensing openings (5,6) and thus prevent drying out of the oxidizing 
agent and hair dye composition". 

Bolton does not disdose or suggest covering foils that cover or close 
respective openings of the individual compartments and thus seal the contents, 
Which are later torn off immediately prior to use. 

In addition, new daim 23, like claim 1, requires that one container contain 
a hair dye composition and the other contain an oxMlzing agent The office 
Action admits on page 4 that Bolton does not disdose an applicator induding an 
ffXidMnflgqftm in one compartment and an oxkJative hair dye composition in the 
other compartment 

Thus like claim 1 daim 23 should not be rejected as anticipated. 

For the foregoing reasons and because of the addittonal distinguishing 
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features in new claim 23, it is respectfully submitted that new claim 23 should not 
be rejected as anticipated by Bofton, US '282. 

IV. Obviousness Rejections of Claims 18 and 19 

Claim 18 was rejected as obvious under 35 U.S.C. 103 (a) over Bolton, 
US 2004/0161282 A1, (referred to hereinbebwas US '282). 

Claim 19 was rejected as obvious under 35 U.S.C. 103 (a) over Bolton. 
US 2004/0161282 A1 , and further in view of Hashimoto, US 5.048.990 (US '990), 

Claim 18 has been canceled, obviating its rejection as obvious under 35 
U.S.C. 103 (a) over US '282. 

Claim 19 has been canceled, obviating its rejection as obvious under 35 
U.S.C. 103 (a) over US '282. and further in view of US '990. 

V. Obviousness Rejection over Bolton in vieiv of Knight 
Claims 1 to 12 and 20 were rejected under 35 U.S.C. 103 (a) as obvious 

over Bolton, in view of Knight. 

Claim 20 has been canceled and the features of amended claim 1 have 
been described in section I above. 

The Office Action admits that Bolton does not disclose that the dye or init 
In one compartment of the pen of Bolton is an oxidative hair dye composition. 
Bolton also does not disclose that there is an oxidrzinq agent in the other 
compartment The pen of Bofton is provided with separate compartments so that 
it can draw with different colored inks. See paragraph 001 1 . Altemativaly one 
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Chamber can contain ink and the other chamber can contain an erasing or 
eradicating medium. Sea paragraphs 0024, 0071. 

Knjght is cited for disclosing a pen that has tMro compartments, one of 
which contains an oxidizer and the other contains an ink composition with an 
ingiedient that reacts with the oxidizer, when the pen is used to write, i.e. 
dispense the contents of both compartments. 

Knight does not disclose or suggest an applk»tor for dyeing hair with two 
compartments, one of which includes an oxidative hai r dve eompoiMnn and the 
other of which includes an oxidizing agent or oxMizer. as claimed In applicants' 
daim 1 Knight is concerned with the problem of dating a written text, such as a 
signature on a legal document, by chemically analyzing the ink In the signature. 
See column 1. lines 35 to 40; column 2, lines 3 to 32. Thus the oxidizer in the 
case of Knight must react only slowly over a period of years with the other 
ingredient of the ink. 

The applicants' oxMath« hair dye cempoBitiQn is different fhxn the inks or 
dyes of Bolton and/or Knight. Neither reference teaches that any chamber or 
compartment shouM contain an oxMative hair dve eomposMpn An oxidative hair 
dye composition must react almost instantaneously and very rapkJIy in the case 
of the applicants' hair dye applicator to fonn the colored hair dyeing mixture 
because it operates by mixing the two components, namely the oxtelatmn hair 
dye composition and the oxidizing agent directly as they are dispensed on the 
hair or the hair strand. Thus it must be different from the dye or ink compositions 
of Knight or Bolton. 
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Both Knight and Bolton are ngt concerned with the problem of dyeing hair 
or dyeing hair strands Individually with an applicator, but instead are entirely 
devoted to pens for drawing or writing with one or more different colored inks. 
This is a different field of art fipom that of the appiieants. The field of writing 
instruments, pens or mariners. Is a different field from the cosmetic arts or 
devices for peritonning cosmedc treatments. 

Neither Knight nor Bolton disclose or suggest a pen with a compartment 
Including an oxid^tija hair dye composition. The tem "oxidative hair dye 
composition" has a special meaning in the hair dyeing arts. An oxidative hair 
dyeing composition Is a special fomn of hair colorant that dyes hair pennanentiy. 
For example, it is possible to dye blade hair blond with oxidative hair dyeing 
mixtures because of thoir bleaching effect. These oxidative hair dyeing 
compositions, by definition as understood by one of ordinaiy skill in the cosmetic 
arts, operate by a special mechanism In which a coupler and devetoper react 
with each other in tt)a presence of the oxidizing agent to produce a mixture that 
dyes the hair the desired cobr. 

Although an explicit deflnitnn of "oxidative hair dye composition" has not 
been inchided in the specification, a copy of a prior art reference. "New Cosmetic 
Science- that contains a definition of the temi "oxidative hair dye composition" is 
being filed along with this amendment and an infcmnation disckwure statement 
The definition appears on page 434 of this reference. 

The "New Cosmetic Science" reference also describes other categories of 
dyes, which dye or color hair In a more temporary manner. From this description 
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Of the various dye categories it should t>e dear that the oxidative hair dye 
compositions are special types of dyes and that neither reterence or their 
combination diaelo«» or auggeata a pen that eonlalna a oxidation hair dye 
compoaltion in one compartment and an oxidizing agent in the other 
compartment 

It is well established by many U. S. Court decisions that to reject a claimed 
invention under 35 U.S.C. 103 there must be some hint or suggestion in the prior 
art of the modifications of the disclosure in a prior art reference or references 
used to reject the claimed invention, which are necessary to arrive at the claimed 
invention. For example, the Court of Appeals for the Federal Circuit has said: 
"Rather, to establish obviousness based on a combination of elements 
disclosed in the prior art, there must be some motivation, suggestion or 
teaching of the desirebility of making the specific combination that vwas 
made by the applicant... Even when obviousness is based on as single 
reference there must be a showing of a suggestion of motivation to modify 
the teachings of that reference.." In re Kotxab, 55 U.S.P.Q. 2"* 1313 
(Fed. Cir. 2000). See also M.P.E.P. 2141 

Neither Bolton nor Knight or their combination discloses or suggests the 
subject matter of amended claim 1 . because they do not suggest a pen or 
applicatDT that contslne an oxidation hair dye compoeitlon in one 
compartment and an oxidising agent in the other compartment 

The fact that the claimed applicator includes the oxidation hair dye 
composition should not be ignored. Applicants are not merely claiming an 
applicator stnjcture for mixing two components in general and applying the 


15 


PA6E17I34'RCVDAT6ISI2006 3:15:05 PM [Eastern Daylight Tiine]'SVR:US^^ 


06/06/2006 15:16 TEL 1 631 549 0404 STRIKER 0 STRIKER 


* US PTO 


©018/034 


mixture. Applicants are daiming a maaos. namely the claimed applicator, for 
perfbmiing an oxidative hair dye treatment of individual hair strands. 

For the foregoing reasons withdrawal of the rejection of amended claims 
1. 3. 5. 8. 8, 10 to 12 as obvious under 35 U.S.C, 103 (a) over Bolton, in view of 
Knight is respectfully requested. 

VI. Obviousness Rejection of Craims 13 to 15 

Claims 13 to 15 were rejected under 35 U.S.C. 103 (a) over Bolton, in 
view of Knight, and forther in view of Hashimoto. 

Claims 13 and 14 have been amended in a similar manner to state that a 
covering foo covers or closes the product-dispensing openings and more 
specifically that 

"the covering foil (18) is connected in a liquid-tight manner with vt^alls 
(14,15) of said two compartments (2,3)", 
as in the embodiment shown in figures 5 and 6. It is important to note that claims 
14 and 15 require the covering foil 18 to be sealed to tha walls of the two 
compaitments to provide a liquid-tight closure. 

Claim 15 has been amended to limit the means for preventing drying out 
to the cep 10 of the embodiments shown in figures 1 to 3. 

First, Hasimoto does not suggest modifications of the subject matter of 
Botton and Knight that are necessary to cure the deficiency mentioned in section 
IV above. Hashimoto also discloses a pen structore and does not suggest that an 
oxidative ha j r dye composition should be used as the dye In the multi- 
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compartment marker of Bolton or in the pen of Knight 

Second the disclosure In the background section at column 1, lines 28 to 
30, of Hashimoto does est suggest the features In e.g. dependent claim 13. 
Hashimoto discloses that there are two classes of eap-lesa writing instruments. 
In the first class of cap-less pens the drying of the ink Is prevented by improving 
the ink or the air hole (column 1, lines 18 to 21). Then the Hashimoto reference 
continues to state that because of that fm column 1 , lines 28 to 31). 

"the writing member must be wrapped with aluminum foil or the like 

separately from the writina ifu rtrumen^ 

In other words, the Hashimoto reference at column 1, lines 28 to 31, would lead 
one skilled in the art tp wrap the entire applicato r in aluminum fnii This is not the 
same as closing the openings product-dispensing spot 4 by 

'connecting the covering foi l in a iiauM-tkiht manner with v>«iig 14 is of 
Ibg two compartments", as claimed in applicants' amended claims 13 and 
14. 

The entire appiteator or pen could easily be wrapped with aluminum foil without 
connecting the aluminum foil to the walls 14,15 of the two compartments. 

Hashimoto does nd suggest this latter fieature of amended olaims 13 and 
14. because the Hashimoto reference discloses and claims an entirely different 
mechanism to provUe a caD-less pen, whfch involves a complex intemal 
structure with mechanical means for moving a seal cover into and out of a 
closure position on a cylinder 3 through which the writing member 8 moves. 


17 

PAGE 1!K34'RCVDATmi)63:15:IISPM [Eastern DayligMTime]'^ 


06/06/2006 15:16 TEL 1 631 549 0404 STRIKER 0 STRIKER * US PTO 


1020/034 


As far as amended claim 15 gees, Hashimoto, et at, only discloses cap- 
less pens and daim 15 has been amended to include a cap 10 as closure 
means. 

For the foregoing reasons withdrawal of the rejection of amended claims 
13 to 15 under 35 U.S.C. 103 (a) over Bolton, in view of Knight, and further in 
view of Hashimoto, is respectfully requested. 

Claims 13 and 14 were rejected under 35 U.S.C. 103 (a) over Kawase, et 
al, in view of Hashimoto, et al. 

Hashimoto, et al. of course do not disclose or suggest the modifications of 
Kawase. et al. that are necessary to obtain the invention as claimed in cla'HTi 13 
for example for the fbregoing reasons. 

First Hashimoto, et al, do not disclose or suggest any liquid permeable 
inserts that protrude through the product-dispensing openings, as claimed in 
amended dalm 1. These features are disclosed in neither Kawase, et al, nor 
Hashimoto, et al. 

Second, Hashimoto, et al, does not disdoee or suggest the features of 
amended claims 13 and 14. namely the covering foil 18 connected In the manner 
as daimed in clainrts 13 arMi 14. 

For the foregoing reasons withdrawal of the r^ection of amended claims 
13 to 14 under 35 U.S.C. 103 (a) over Kawase, et al, In view of Hashimoto, is 
respectfully requested. 
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Should the Examiner require or consider it advisable that the specification, 
claims and/or drawing be further amended or corrected in formal respects to put 
this case in condition for final allowance, then it Is requested that such 
amendments or corrections be carried out by Examiner's Amendment and the 
case passed to issue. Alternatively, should the Examiner feel that a personal 
discussion might be helpful in advancing the case to allowance, he or she Is 
invited to telephone the undersigned at 1-631-549 4700. 


In view of the foregoing, favorable allowance is respectfully solicited. 
Respectfully submitted. 



f icha^. s^ipKer, 
Attorney m the Applicants 
Reg. No. 27,233 
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